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APPEAL BRIEF 



In response to the Office Action dated January 21, 2004, finally rejecting pending claims 
26, 28-33 and 35-40 (the "Final Rejection"), Appellants respectfully request that the Board of 
Patent Appeals and Interferences reconsider and withdraw the rejections of record, and allow all. ,, 
pending claims, which are attached hereto as Appendix A. 

I. REAL PARTY IN INTEREST 

The real party in interest is Bank One Delaware, N.A. (f/k/a First USA Bank, N.A.), the 
assignee of the above-referenced application. 

II. RELATED APPEALS AND INTERFERENCES 

There are no known interferences. Appellants filed a Notice of Appeal on March 10, 
2004 in related patent application serial no. 10/143,581, and filed an Appeal Brief on May 6, 
2004. Application serial no. 10/143,581 is a divisional of the Application involved in this 
appeal. 

III. STATUS OF CLAIMS 

Claims 26, 28-33 and 35-40 are pending in this application. The rejection of claims 26, 
28-33 and 35-40 is appealed. 
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IV, STATUS OF AMENDMENTS 

An Amendment after Final Rejection was filed on April 8, 2004. The Amendment after 
Final Rejection was not entered as noted in an Advisory Action dated April 15, 2004 on the 
grounds that the claim amendments allegedly raise new issues that would require fiirther 
consideration and/or search. 

V. SUMMARY OF INVENTION 

Appellants believe that a brief discussion of the technology, followed by a brief summary 
of the embodiments of the invention defined by the claims on appeal and the problems solved by 
the embodiments of the invention, will assist the Board of Patent Appeals and Interferences 
(hereinafter referred to as the "Board") in appreciating the significant advances made by the 
invention. 

A. The Technology. 

The use of electromagnetically-coupled transducers for commercial transaction 
processing has become increasingly popular in recent times. The advent of compact, 

inexpensive electronics, transponder-equipped point of sale equipment, and attendant i 

information processing assets have enabled a variety of vendors to offer account-linked 

transaction systems. Those systems include, for example, subway or other transportation 

devices, telephone calling devices, and others such as the SpeedPass*^^ offered by Mobil Corp. 

for gasoline point of sale transactions. In that and other systems, a receiver emits 

electromagnetic signals to a device in proximity to a gasoline pump over radio fi-equencies (RF), 

activating an embedded transponder within the transaction device. The transaction device is 

identified by some sort of identification information, which information is then relayed fi'om the 

point of sale to an offsite information processing facility. Current systems involve further 

processing of the transponder identification information and purchase information to complete a 

sale using the transponder. 

B. The Embodiments of the Invention Defined By the Claims On Appeal. 

As described in the Specification, the invention defined in the claims on appeal generally 
involves a method for authorizing transponder-enabled transactions. The method generally 
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relates to the presentation and sensing of an electromagnetically coupled transponder to an RF- 
enabled point of sale system. See Specification at p. 2, lines 15-17. In the practice of the 
invention defined in the claims on appeal, the transponder is encoded with identifying or 
serializing information ("transponder identification information") which is emitted upon 
presentation of the transponder and a transaction for payment at a point of sale device. See 
Specification at p. 2, lines 17-18; p. 5, lines 8-12 and p. 5, line 21 to p. 6, line 2. The transponder 
identification information and payment amount of the purchase are received by a transaction 
server that is located at an issuing bank, a financial institution or a credit network. See 
Specification at pp. 9-10, lines 15-22; Fig. 2. The transponder identification information is used 
at the transaction server to retrieve some of the user's financial account information. See 
Specification at p. 6, lines 3-6 and p. 10, lines 6-10; Abstract; Fig. 2. An authorization unit 
determines whether any or all of the payment amount can be applied to the financial account 
using the financial account information and the payment amount, which authorization is then 
communicated back to the point of sale device to complete the transaction. See Specification at 
p. 10, lines 6-10; Fig. 2. The transponder may be registered to be associated with one or more 
user accounts from a client workstation using Web or other network-enabled interfaces. See ' \ 
Specification at pp. 8, line 22 to p. 9, line 3. 

One of the advantages of the invention is that the transponder may be embedded in a 
personal article, such as a key chain or wristwatch. See Specification at p. 4, lines 15-17; 
Abstract. 
VI. ISSUES 

The issues on appeal are as follows: 

A) Whether the objection to the Specification under 35 U.S.C. § 132 for allegedly 
introducing new matter into the disclosure is proper.* 



* Appellants recognize that typically objections are normally reviewable by petition to the 
Commissioner only. However, where the alleged new matter that is objected to is "introduced to 
or affects the claims, thus necessitating their rejection on this ground, the question becomes an 
appealable one." See MPEP § 608.04(c). Appellants submit that the alleged new matter 
objected to in the Specification also constitutes one of the grounds for rejection of the pending 
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B) Whether the rejection of claims 26, 28-33 and 35-40 under 35 U.S.C. § 1 12, first 
paragraph as failing to comply with the written description requirement is proper.^ 

C) Whether the rejection of claims 26, 28-33 and 35-40 under 35 U.S.C. § 1 12, 
second paragraph as allegedly being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicants regard as their invention is proper. ^ 

D) Whether the rejection of claims 26, 28-30, 33 and 35-40 under 35 U.S.C. § 102(b) 
based on U.S. Patent No. 6,276,31 1 to Hennige ("Hennige") is proper.^ 

E) Whether the rejection of claims 26, 28-30, 33 and 35-40 under 35 U.S.C. § 102(b) 
based on U.S. Patent No. 5,253,345 to Femandes et. al. ("Femandes") is proper.^ 

F) Whether the rejection of claims 31 and 32 under 35 U.S.C. § 103(a) over 
Femandes in view of U.S. Patent No. 5,640,002 to Ruppert et. al. ("Ruppert") is proper. 



claims under 35 U.S.C. § 1 12, first paragraph, and therefore this objection is reviewable on 
appeal. 

2 The Final Rejection states that claims 26-40 are rejected on these grounds. However, 
Applicants canceled claims 27 and 34 in an Amendment dated June 4, 2003, and requested 
acknowledgement of this cancellation in the Amendment after Final Rejection dated April 8, 
2004. Despite this request, the Examiner noted in the Advisory Action dated April 15, 2004 that 
claims 26-40 are rejected. In this Appeal Brief, Applicants will address the rejections as they 
relate to claims 26, 28-33 and 35-40. 

^ The Final Rejection and Advisory Action state that claims 26-40 have been rejected on 
these grounds. As noted in fn 2, claims 27 and 34 were canceled in an Amendment dated June 4, 
2003. Li this Appeal Brief, Applicants will address the rejections as they relate to claims 26, 28- 
33 and 35-40. 

4 The Final Rejection and Advisory Action state that claims 26-30 and 33-40 have been 
rejected on these groimds. As noted in fn 2, claims 27 and 34 were canceled in an Amendment 
dated June 4, 2003. In this Appeal Brief, Applicants will address the rejections as they relate to 
claims 26, 28-30, 33 and 35-40. 

5 The Final Rejection and Advisory Action state that claims 26-30 and 33-40 have been 
rejected on these grounds. As noted in fii 2, claims 27 and 34 were canceled in an Amendment 
dated June 4, 2003. In this Appeal Brief, Applicants will address the rejections as they relate to 
claims 26, 28-30, 33 and 35-40. 
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VIL GROUPING OF CLAIMS 

Appellants submit that: 

Claims 26, 28-33, 35, 36 and 39 stand or fall as a group. 
Claims 37 and 38 stand or fall on their own. 
Claim 40 stands or falls on its own. 

The reasons why claims 37, 38 and 40 are separately patentable are provided in the 
Argument at Sec. VIII(I) and (J). 
VIIL ARGUMENT 

The rejections of all pending claims in the Final Rejection suffer from a variety of 
insufficiencies: they fail to present a prima facie case of anticipation and/or obviousness; they 
present broad constructions that are unreasonable and inconsistent with the specification and the 
claims; they give different claim terms identical meanings, thus rendering the claims virtually 
meaningless; and they are based on incorrect legal standards. Further, the Examiner has now 
raised rejections only in the Final Rejection on grounds that have been pending since the 
Application was filed in August, 2000 and that could have been raised earlier, but were not. 
These late raised rejections have denied Applicants a fair opportunity to present arguments in 
response. 

A. The objection to the Specification under 35 U.S.C. § 132 for allegedly 
introducing new matter into the disclosure is improper and should be 
overturned. 

The objection to the Specification under 35 U.S.C. § 132 for allegedly adding new 
matter, and specifically reference to an "authorization unit," should be overturned because the 
Examiner has not provided any grounds for this rejection other than stating that he "has carefiilly 
reviewed the original specification and can not locate any discussion of a separate 'authorization 
imit.'" See Final Rejection at Tf 1 (the second ^ 1 on p. 2 of the Final Rejection). That however, 
does not address whether one of ordinary skill in the art would recognize from reading the 
Specification as a whole that there is some unit in the transaction server that authorizes 
transactions, which has been termed by the Appellants as the "authorization unit." 

The test for whether an amendment to an application constitutes new matter is whether 
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persons of ordinary skill in the art would recognize that the missing descriptive matter is 
necessarily present in the thing described. See MPEP § 2163.07(a). For example, where an 
application discloses a device that inherently performs a function, the application may later be 
amended to recite the function without adding new matter. See MPEP § 2163.07(a). The 
situation here is identical. One of the expressly disclosed functions of the transaction server is 
authorizing the transaction. See Specification at p. 9, lines 19-22. Therefore one of ordinary 
skill in the art would recognize that the transaction server has or is at least in communication 
with some unit that is capable of performing this function of "authorizing." 

Support for this assertion is found in the specification where it expressly states that "In 
the embodiment illustrated in Fig. 2, the point of sale device 108 is additionally connected to a 
transaction server 1 16 via communications link 1 14 for the purpose of authorizing in whole or in 
part transactions presented for payment using transponder 102'^ (emphasis added). See 
Specification at p. 9, lines 19-22. Appellants further disclosed that "the point of sale device 108 
may communicate with transaction server 1 16 to validate a transaction amount or other 
information against account information stored in the transaction server 1 16." See Specification 
at p. 10, lines 7-10 (emphasis added). One of ordinary skill in the art of credit transactions 
would recognize that an authorization unit is necessarily present in or in communication with the 
transaction server 1 16 to perform the expressly disclosed functions of "authorizing" or 
"validating" a transaction presented for payment using the transponder. Also, the specification 
amendment that is objected to - "by authorization unit 134" - was placed in the specification 
directly after the phrase - "for the purpose of authorizing" - making clear that this "authorization 
unif performs the described and disclosed function of "authorizing the transaction." 

Accordingly, this amendment to the Specification does not constitute new matter and this 

objection should be overturned. 

B. The rejection of claims 26, 28-33 and 35-40 under 35 U.S.C. § 112, first 
paragraph as failing to comply with the written description requirement is 
improper and should be overturned. 

Claims 26, 28-33 and 35-40 have been rejected under 35 U.S.C. § 1 12, first paragraph 
allegedly for allegedly containing subject matter not described in the specification in such a way 
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as to reasonably convey to one skilled in the art that the inventor(s), at the time the application 

was filed, had possession of the claimed invention. See Final Rejection at f 4. Here again, the 

Examiner has rejected the claims over the use of the term "authorization unit" as well as an 

alleged lack of disclosure of "receiving by a transponder server of at least one issuing bank ... at 

least some transponder information" and the specific elements of account table 112. 

1. The Specification as filed provides support for a separate ^^authorization 
unit" which determines authorization. 

The Examiner asserts as the entire basis for this rejection that "Applicants' original 
specification does not disclose a separate 'authorization unit' which determines authorization. 
Applicants' originally filed specification appears to have the POS terminal perform the 
authorization." See Final Rejection at Tf 4(b). This rejection should be overturned because a 
separate authorization unit is supported in the Specification as filed. Additionally, the Examiner 
did not meet his initial burden of presenting evidence or reasoning why persons skilled in the art 
would not recognize in the original disclosure a description of the invention defined by the 
claims. 

a. The Specification as filed provides support for a separate 
^^authorization unit" which determines authorization. 

Just as for the objection under 35 U.S.C. § 132, discussed in Sec. VIII(A) supra, this 
rejection is improper because the Specification as originally filed provides support for a separate 
" authorization unit" that performs the expressly disclosed function of "authorizing the 
transaction." This rejection should be withdrawn because a separate "authorization unit" is 
supported in the Specification as originally filed. 

Similarly as for the objection to the Specification, courts have set forth the "essential 
question to be addressed" for determining whether the written description requirement under 35 
U.S.C. § 112, first paragraph has been complied with - "does the description clearly allow 
persons of ordinary skill in the art to recognize that he or she invented what is claimed." See 
MPEP § 2163.02; citing In re Gostelli, 872 F.2d 1008, 1012, 10 USPQ2d 1614, 1618 (Fed. Cir. 
1989). The subject matter need not be described literally ("m haec verba'') in order for the 
disclosure to satisfy the written descripfion requirement." See MPEP § 2163.02. The entire 
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specification should be reviewed to determine compliance with the written description 

requirement. See MPEP § 2163(II)(A)(2). Additionally, "[i]nformation which is well known in 

the art need not be described in detail in the specification." See MPEP § 2163(II)(A)(2), citing 

Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1379-80, 231 USPQ 81, 90 (Fed. 

Cir. 1986). This claim term is supported by the same portions of the Specification as referenced 

to support the "new matter" rejection under 35 U.S.C. § 132 discussed in Sec. VIII(A). See 

Specification at p. 9, lines 19-22; p. 10, lines 7-10. 

Further, the Examiner has provided no citation in support of the assertion that the 

specification as originally filed "appears to have the POS terminal perform the authorization." 

See Final Rejection at 4(b). Accordingly, Applicants carmot fashion a meaningfiil response to 

this assertion. However, as discussed, the Specification as originally filed supports an 

authorization unit separate firom the POS terminal that authorizes transactions presented for 

payment using the transponder. For at least these reasons, this rejection should be overturned. 

b. This rejection should be overturned because the Examiner did not 
meet his initial burden of presenting evidence or reasoning why 
persons skilled in the art would not recognize in the original 
disclosure a description of the invention defined by the claims. 

Additionally, this rejection should be overtumed because the Examiner failed to meet his 

initial burden of "presenting evidence or reasoning to explain why persons skilled in the art 

would not recognize [in the Specification, as originally filed,] a description of the invention 

defined by the rejected claims," as required under MPEP § 2163(II)(A)(3)(b). The entire 

rejection consists of the following: 

Applicants' original specification does not disclose a separate 'authorization unit' 
which determines authorization. Applicants' originally filed specification appears 
to have the POS terminal perform the authorization. 

See Final Rejection at ^ 4(b). This does not meet the Examiner's burden of showing 
why persons of ordinary skill in the art would not recognize the description of the invention 
defined by the claims and constitutes fiirther grounds for overturning this rejection. 
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2. The Specification as filed provides support for the claim term ^^receiving 
by a transponder server of at least one issuing bank ... at least some 
transponder information.^ 

The Examiner has rejected claims 26, 28-33 and 35-40 because "Applicants' original 
filed specification does not disclose 'receiving by a transponder server of at least one issuing 
bank ... at least some transponder information.'" See Final Rejection at ^ 4(a). Applicants 
respectfully submit that the written description requirement does not require that a claim element 
be disclosed in haec verba but rather the standard is whether there is express, implicit or inherent 
support in the specification. See MPEP § 2163(I)(B). "The fundamental factual inquiry is 
whether the specification conveys with reasonable clarity to those skilled in the art that, as of the 
filing date sought, applicant was in possession of the invention as now claimed." Id., citing Vas- 
Cath Inc, V. Mahurkar, 935 F.2d 1555, 1563-64 (Fed. Cir. 1991). 

Applicants submit that the specification as filed provides support for this limitation. A 
review of the entire application, which is the mandated approach to determining support for the 
claimed invention, shows that the invention of claim 26 and all dependent claims is directed to a 
method for transponder-enabled transactions. See Specification at p. 2, lines 14-15. The 
transactions disclosed are commercial transactions. See Specification at p. 4, lines 10-12. The 
use of commercial transaction processing equipment is disclosed. See Specification at p. 4, lines 
13-14. The transponder of the invention contains an encoded ID. See Specification at p. 5, lines 
3-4. In both disclosed embodiments, there is an account table which includes account number, 
balance, limit and other information for inter alia a debit account or a credit account. See 
Specification at p. 5, lines 7-9. The user of the invention approaches a point of sale device to 
initiate and complete a transaction. See Specification p. 4, line 22-p. 5, line 2. The user waves a 
transponder in proximity of a receiver, which is connected to a point of sale device. See 
Specification at p. 4, lines 10-11; p. 5, lines 15-18. The transponder may establish a link with the 
receiver and be activated to radiate the encoded transponder ID to the receiver. See Specification 
at p. 5, line 1 8 to p. 6, line 1 . Account information associated with the transponder ID and 
stored in either the transponder or in the transaction server is accessed for the purpose of 
authorizing the transaction. See Specification at p. 2, lines 18-20; p. 9, lines 2-3 and line 16- p. 
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10, line 4. The total purchase price may be validated against inter alia available credit for 
completion of the transaction. See Specification at p. 6, lines 8-10. In the embodiment of Fig. 2 
and claim 26, the transaction server is connected to the point of sale device via a 
communications link "for the purpose of authorizing in whole or in part transactions presented 
for payment." See Specification at p. 9, lines 19-22. 

A reading of the specification as filed thus clearly discloses that the method of the 
invention is intended to be used in connection with inter alia credit card transactions. See also 
Specification at p. 8, lines 19-21 ; p. 9, lines 4-6. Those of ordinary skill in the art know that 
credit card transactions are authorized by the issuing bank or financial institution that issued or 
acquired the credit card account, or else by a data processor which performs that service on 
behalf of the issuing bank. Such issuing banks and/or financial institutions are typically part of 
credit networks. Thus, one of ordinary skill in the art would understand fi-om the specification 
when read in its entirety that where the claimed method is used for a credit card transaction, the 
point of sale device is connected with a transaction server of an issuing bank, a financial 
institution or a credit network over the communications link. 

Applicants submit that this rejection should be overturned because the Specification as 

filed supports the claim term "receiving by a transponder server of at least one issuing bank . . . 

at least some transponder information." 

3. The Specification as filed provides support for the specific elements of 
account table 112. 

The Examiner has rejected claims 26, 28-33 and 35-40 because "Applicants' original 
filed specification does not disclose what are the specific elements of account table 112." See 
Final Rejection at If 4(c). Claim 26 expressly claims that the financial account information 
comprises account number information, account type information, account balance information, 
and account limit information. Applicants submit that support for this limitation may be found in 
the specification as originally filed at p. 5, lines 7-9 (account table 112 may be or include 
account number, balance limit and other information for various types of accounts). Applicants 
therefore respectfully request that this rejection be overturned. 
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C. The rejection of claims 26, 28-33 and 35-40 under 35 U.S.C, § 112, second 
paragraph as allegedly being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicants regard as their invention 
should be overturned. 

The rejection of claims 26, 28-33 and 35-40 under 35 U.S.C. § 1 12, second paragraph as 
allegedly being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicants regard as their invention is based on the rejection of claim 26 under 35 
U.S.C. § 1 12, first paragraph. Sec. VIII(B) sets forth the reasons why the claim rejections under 
35 U.S.C. § 1 12, first paragraph should be overturned. Accordingly, for those same reasons, this 
rejection should similarly be overturned. 

D. The rejection of claims 26, 28-30, 33 and 35-40 under 35 U.S.C. § 102(b) based 
on U.S. Patent No. 6,276311 to Hennige ("Hennige") is improper and should be 
overturned. 

Claims 26, 28-30, 33 and 35-40 were rejected as allegedly unpatentable under 35 U.S.C. 
§ 102(b) based on Hennige. See Final Rejection at ^ 8. This rejection is improper and should be 
overturned because 

Hennige, according to the Examiner, discloses an ordinary credit card transaction 
including "receiving by a transponder server of a credit network at least some transponder 
identification information (credit account number) emitted from a transponder (contacts 100 in 
an ordinary credit card) substantially upon presentation of both the transponder and a transaction 
for payment at a POS device, the payment comprises a payment amount (inherent in all 
payments)." See Final Rejection at 8. According to the Examiner, Hennige further discloses 
"receiving (at the credit authorization agency) at least some financial account information (the 
account number transmitted from the merchant) linked to the transponder identification 
information in an account table (the table includes account [] holder's name, billing address, 
available balance and credit, etc.); determining authorization based on the payment amount . . . ; 
communicating authorization to the POS device . . . ; paying the authorized payment amount to a 
merchant account associated with a merchant . . . ; issuing the transponder (credit card) to the 
holder of the account (the consumer); receiving the transponder identification information from 
multiple POS devices . . . ; the account type is a credit card; the transponder is embedded in a 
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transaction card (contacts 100 are embedded in the overall card); and registering the financial 
account information (activating the credit card) via a network registration interface (a 
telephone)." See Final Rejection at Tf 8. 

Applicants respectfully submit that Hennige does not disclose each and every limitation 
of claims 26, 28-30, 33 and 35-40. Further, as will be discussed in Sec. VIII(F), the Examiner's 
impermissibly overly broad construction of the term "transponder" as covering an ordinary credit 
card and "transponder identification information" as covering a "credit account number" leads to 
the erroneous conclusion that claims 26, 28-30, 33 and 35-40 are anticipated in part because 
Hermige discloses "receiving (at the credit authorization agency) at least some financial accoimt 
information linked to the transponder identification information. . ." Rather, claims 26, 28-30, 
33 and 35-40 claim "receiving by a transponder server . . . transponder identification information 
[and then] retrieving at least some of the financial account information associated with the 
transponder identification information fi-om the account table." (emphasis added). The 
specification and the claims thus clearly distinguish transponder identification information from 
credit (or financial) account number information. In Hennige, credit account number is received 
by the transponder server, while in claim 26 transponder identification information is received by 
the transponder server. 

Additionally, Hennige does not disclose a credit card that emits information. Ordinary 
credit cards have information embedded in the magnetic stripe and must be read by a card reader. 
Therefore, Hennige does not therefore disclose each and every limitation of claim 26. 

Hennige also does not disclose the elements of claims 37 and 38 of embedding the 
transponder in a personal article such as a key chain, pager, watch, clothing, key or transaction 
card. In fact, the claim limitation "transaction card" in claim 38 further makes clear that the 
"transponder" of these claims is something other than an ordinary credit card, as the Examiner 
has asserted. Further, the Examiner fails to make a prima facie case that credit card activation 
discloses financial account registration as claimed in claim 40. The Examiner provides no 
reasoning of how "activation" of a credit card is consistent with the specification regarding 
registration of financial account information. Applicants submit that the specification 
description of registration of financial account information is completely inconsistent with credit 
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card activation. See Specification at p. 8, line 19 to p. 9, line 10. For example, the specification 

states that the user is interrogated to "identify or select which one or more accounts . . . [s/he] 

wishes to associate with the transponder." See id. at p. 9, lines 1-3. The Examiner has provided 

no reasoning why or how, and a person of ordinary skill in the art would not understand that, 

activation of an ordinary credit card permits a user to "identify or select" which accounts to 

associate with the credit card. Rather, account number information is already embedded in the 

magnetic stripe on the credit card prior to activation. 

Hennige discloses only reading credit account information embedded in a magnetic stripe 

on an ordinary credit card; receiving a credit account number by a transponder server and then 

retrieving other financial account inforaiation linked to the credit account number. Since the 

transponder identification information in claim 26 is different from financial accoxmt information 

and since ordinary credit cards do not emit information, Applicants respectfully submit that 

Hennige does not disclose each and every limitation of claims 26, 28-30, 33 and 35-40, and 

respectfully request that this rejection be overturned. 

E. The rejection of claims 26, 28-30, 33 and 35-40 under 35 U.SX. § 102(b) over 
Swartz in view of U.S. Patent No. 5,253,345 to Fernandes et. al. ("Fernandes") is 
improper and should be overturned. 

The Examiner has rejected 26, 28-30, 33 and 35-40 as allegedly anticipated by 
Femandes. See Final Rejection at ^ 9. The Examiner asserts that Fernandes "discloses an 
ordinary credit card transaction including receiving by a transponder server of a credit network at 
least some transponder identification information (credit account number) emitted fi-om a 
transponder (magnetic stripe in an ordinary credit card . . .) substantially upon presentation of 
both the transponder and a transaction for payment at a POS device, the payment comprises a 
payment amount (inherent in all payments)." See id. According to the Examiner, Femandes 
further discloses "receiving (at the credit authorization agency) at least some financial account 
information (the account number transmitted from the merchant) linked to the transponder 
identification information in an account table (the table includes account [] holder's name, billing 
address, available balance and credit, etc.); determining authorization based on the payment 
amount . . . ; communicating authorization to the POS device . . . ; paying the authorized 
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payment amount to a merchant account associated with a merchant . . . ; issuing the transponder 
(credit card) to the holder of the account (the consumer); receiving the transponder identification 
information from multiple POS devices . . . ; the account type is a credit card; the transponder is 
embedded in a transaction card . . . ; and registering the financial account information . . ." See 
id 

Just as for Hennige, Applicants respectfully submit that Femandes does not disclose each 
and every limitation of claims 26, 28-30, 33 and 35-40. Further, as will be discussed in Sec. 
VIII(F), the Examiner's impermissibly overly broad construction of the term "transponder" as 
covering an ordinary credit card and "transponder identification information" as covering a 
"credit account number" leads to his erroneous conclusion that claims 26, 28-30, 33 and 35-40 
are anticipated in part because Femandes discloses "receiving (at the credit authorization agency) 
at least some financial accotmt information linked to the transponder identification information. . 
." Rather, claims 26, 28-30, 33 and 35-40 claim "receiving by a transponder server , . . 
transponder identification information [and then] retrieving at least some of the financial 
account information associated with the transponder identification information from the account 
table." (emphasis added). The specification and the claims thus clearly distinguish transponder 
identification information from credit (or financial) account number information. In Femandes, 
credit account number is received by the transponder server, while in claim 26 transponder 
identification information is received by the transponder server. 

Additionally, Femandes does not disclose a credit card that emits information. Ordinary 
credit cards have information embedded in the magnetic stripe and must be read by a card reader. 
Therefore, Femandes does not therefore disclose each and every limitation of claim 26. 

Additionally, Femandes does not disclose the elements of claims 37 and 38 of embedding 
the transponder in a personal article such as a key chain, pager, watch, clothing, key or 
transaction card. In fact, the claim limitation "transaction card" in claim 38 further makes clear 
that the "transponder" of these claims is something other than an ordinary credit card, as the 
Examiner has asserted. Further, the Examiner fails to make a prima facie case that credit card 
activation discloses financial account registration as claimed in claim 40. The Examiner 
provides no reasoning as to how "activation" of a credit card is consistent with the specification 
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regarding registration of financial account information. Applicants submit that the specification 

description of registration of financial account information is completely inconsistent with credit 

card activation, and this rejection should be overturned. See Specification at p. 8, line 19 to p. 9, 

line 10. For example, the specification states that the user is interrogated to "identify or select 

which one or more accounts . . . [s/he] wishes to associate with the transponder." See id. at p. 9, 

lines 1-3. The Examiner has provided no reasoning why or how, and a person of ordinary skill in 

the art would not understand that, activation of an ordinary credit card permits a user to "identify 

or select" which accoimts to associate with the credit card. Rather, account number information 

is already embedded in the magnetic stripe on the credit card prior to activation. 

Femandes discloses only reading credit account information fi*om a magnetic stripe on an 

ordinary credit card; receiving a credit account number by a transponder server and then 

retrieving financial account information linked to the credit account number. Just as for 

Hermige, since the transponder identification information of claim 26 is different from financial 

account information and since ordinary credit cards do not emit any information. Applicants 

respectfully submit that Femandes does not disclose each and every limitation of claims 26, 28- 

30, 33 and 35-40, and respectfully request that this rejection be withdravra. 

F. The Examiner's construction of the terms "transponder" and "transponder 
identification information" is unreasonable, overly broad and inconsistent with 
the specification. 

The Examiner set forth in the Final Rejection interpretations of several claim terms that 
render the claims inconsistent with the Specification. See Final Rejection at Tf 13. Applicants 
specifically object to the Examiner's interpretation of the term "transponder" as a device that 
responds to a physical stimulus and emits an electrical signal in response to the stimulus." See 
id. at (g). This broad meaning leads to the Examiner's interpretation of the "transponder" of the 
claims as covering an ordinary credit card, as in Hennige and Femandes. See Final Rejection at 
^Tl 8, 9. Further, this leads to the overly broad construction of the term "transponder 
identification information" as covering a credit account number of an ordinary credit card, as in 
Hennige and Femandes. See id. To the extent that the interpretation of the claim term 
"transponder" differs between Applicants and the Examiner, Applicants were not informed until 
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the Final Rejection that the Examiner was utilizing such a broad construction and therefore could 
not prepare a response to address this rejection during prosecution.^ 

Further, these broad constructions are inconsistent with the specification and are 
unreasonably broad in that they render the claims virtually meaningless. Additionally, 
Applicants submit that this meaning is not how one of ordinary skill in the art would understand 
the term "transponder" as used in light of the specification. Importantly, this broad construction 
of the term "transponder" is inconsistent with the claims themselves because an ordinary credit 
card does not "emit" any information, as the term "emit" is commonly understood. Rather, the 
verb "emit" is a transitive verb which means to give off; to send out; to eject. See Merriam 
Webster's Collegiate Dictionary (10^ ed. 1993) at p. 378. Rather, an ordinary credit card is a 
passive device that has information that is embedded in the magnetic stripe of the credit card and 
is read by a reader, just like a cassette tape.'^ 



^ The Examiner has repeatedly requested that Applicants "confirm" that they wish to be 
their own lexicographer, and also has asserted that he has made "final" the presumption that 
claim terms are to be given their "ordinary and accustom [sic]" meaning during prosecution. See 
Office Action of May 16, 2002 at H 13; Office Action of October 29, 2002 at If 12; Office Action 
of March 4, 2003 at ^ 13; Final Rejection at 12. Applicants submit that the claim terms are to 
be given their broadest reasonable interpretation consistent with the specification. See MPEP § 
2111. To the extent that the Examiner has imposed an obligation on Applicants to confirm the 
maimer of interpretation of the claim terms in the Application, Applicants respectfully submit 
that the claims are to be construed as required by the patent statute, as interpreted by or further 
set forth by the CCPA and the Federal Circuit. Applicants are aware of no obligation to confirm 
that they have decided to be or not to be their own lexicographer. Rather, Applicants understand 
that the proper standard is that "the pending claims must be 'given their broadest reasonable 
interpretation consistent with the specification." See In re Hyatt, 21 1 F.3d 1367, 1372, 54 
USPQ2d 1664, 1667 (Fed. Cir. 2000); MPEP § 2111. 

^ This understanding is consistent with common understanding of how credit cards and the 
transponders of the claims operate. For example, the Internet site "whatis.com" defines a passive 
transponder as a device that "allows a computer or robot to identify an object. Magnetic labels, 
such as those on credit cards and store items, are common examples. A passive transponder must 
be used with an active sensor that decodes and transcribes the data the transponder contains. The 
transponder unit can be physically tiny, and its information can be sensed up to several feet 
away." In contrast, "active transponders" are such devices as an "RFID (radio-frequency 
identification) device that transmits a coded signal when it receives a request from a monitoring 
or control point. The transponder output signal is tracked, so the position of the transponder can 
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Here, Applicants expressly described a transponder as an "electromagnetically-coupled 
transducer"; and an "electromagnetically coupled device[], generally activated by proximity to 
an RF-enabled receiving unit," and one of ordinary skill in the art would understand this to refer 
to an active transponder. See Specification at p. 1, lines 10-11 ; p. 3, lines 19-22. The term 
"transponder" has been included in the claims since the original application was filed back in 
August, 2000, nearly four (4) years ago. However, it is only now in the Final Rejection that the 
Examiner has asserted this broad construction of the term "transponder" although such a broad 
construction to cover ordinary magnetic stripe credit cards is inconsistent with not only the 
description of the term "transponder" in the specification but is also inconsistent with the claims. 
The Examiner's recently adopted definition of "transponder" as encompassing an ordinary credit 
card is not consistent with the specification. See Specification at p. 1, lines 10-1 1; p, 3, lines 19- 
22. 

The inconsistency of the Examiner's overly broad construction is fiirther demonstrated in 
that this meaning of the term "transponder" renders the claims virtually nonsensical and 
attributes the same meaning to two different claim terms. According to the Examiner's 
construction, claim 26 relates to a method of authorizing credit card transactions where a credit 
card is presented at a point of sale device; the credit card number as read from the credit card is 
transmitted to a credit authorization agency; the credit card number is used to retrieve financial 
account information, including the credit card number, from a database; and the transaction is 
authorized based on the retrieved financial account information and the payment amount. 

This is unreasonable for two reasons. First, as discussed, an ordinary credit card does not 
emit any information but rather information is read fi-om the card's magnetic stripe. Second, the 
Examiner has attributed both of the claim terms "transponder identification information" and 
"financial account number" to have the same meaning - the credit card account number. 



be constantly monitored. The input (receiver) and output (transmitter) fi-equencies are 
preassigned." A copy of this website page is attached as Appendix B. Although a credit card 
may be considered at most a passive transponder, the common use of the term "transponder" to 
one of ordinary skill in the art is that of an "active transponder." See Appendix C (copies of web 
sites providing definitions of transponders). 
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However, credit account number is financial account information which is distinguished from the 

transponder identification information in claim 26. The specification as filed supports the 

position that transponder identification information is separate from and does not include 

financial account information. See Specification at p. 2, lines 18-19 ("the transponder may be 

preferably encoded with not merely identifying or serializing information, but also account 

information . . .") (emphasis added). See also Specification at p. 10, lines 3-10 (part or all of the 

account table may be stored in storage of the transaction server). Additionally, the Examiner has 

provided no basis to support the assertion that a credit account number is "transponder 

identification information." Rather, credit account number identifies an account, not a card. 

Such a construction is unreasonable, and therefore caimot be the proper meaning of these claim 

terms, , 

In light of this overly broad construction of the term "transponder" by the Examiner, the 

meaning of the term as set forth in the specification and as this term is understood by those of ^ 

ordinary skill in the art, Applicants submit that the rejections based on these overly broad claim 

term meanings should be overtumed. 

G. The rejection of claims 26, 28-30, 33 and 35-40 under 35 U.S.C. § 103(a) over j 
Fernandes in view of U.S. Patent No. 5,640,002 to Ruppert et. al. ("Ruppert") is , 
improper and should be overturned. 

The Examiner has rejected 26, 28-30, 33 and 35-40 as allegedly obvious over Fernandes 
in view of Ruppert. See Final Rejection at ^ 1 1 . The Examiner asserts that Ruppert discloses a 
card having RF and infi^ared capability to communicate with a POS device. See id. According to 
the Examiner, it would have been obvious for one of ordinary skill in the art at the time the 
invention was made to modify Femandes as taught by Ruppert and include RF capabilities for 
the card. See id. 

However, Applicants previously argued how Femandes does not disclose each and every 
limitation of claim 26, and specifically does not teach receiving transponder identification 
information by a transaction server, where the transponder identification information does not 
include financial account information, such as credit or account number information, and then 
retrieving financial account information associated with the transponder identification 
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information from an account table. See Sec. VIII(E). Ruppert does not disclose this limitation, 
either. At most, Ruppert discloses a scanning device that can emit credit card information that 
has been entered into it. See col. 3, lines 1-9. As previously discussed, though, a construction 
that equates credit account number with transponder identification information is inconsistent 
with the use of different terms in the claims and the ordinary meaning of these terms to one of 
ordinary skill in the art. See Sec. VIII(F). Also, there is no disclosure in Ruppert that the credit 
card account information that is entered into the scanning device identifies the scanning device, 
as the transponder identification information identifies the transponder in the claims at issue. 
Rather, the entered credit card account information in Ruppert identifies the credit card account 
itself regardless of the device that has stored this information. Therefore, the combination of 
Femandes and Ruppert does not disclose each and every limitation of claim 26, and does not 
form a prima facie case of obviousness. Applicants respectfixUy request that this rejection be 
overtumed. 

H. The Examiner's assertions that claim 26 does not have a wireless interface 
pursuant to the doctrine of claim differentiation is incorrect as a matter of law. 

The Examiner has asserted that, under the doctrine of claim differentiation, claim 26 is 
presumed not to have a wireless interface since claim 31, which depends on claim 26, expressly 
claims a wireless interface. Accordingly, the Examiner "adopts the presumption that the 
difference is significant and that the structural features are different as well." See Final Rejection 
atf 14. 

Applicants submit that the doctrine of claim differentiation does not compel such a 
conclusion, and that claim 26 properly covers embodiments that include a wireless interface. 
The assertion by the Examiner that claim 26 does not cover a wireless interface conflicts with the 
requirements of 35 U.S.C. § 1 12, fourth paragraph and MPEP § 608.0 l(n)(III). The statute states 
that, "a claim in dependent form shall be construed to incorporate by reference all the limitations 
of the claim to which it refers." MPEP § 608.01 (n)(III) states that, "a proper dependent claim . . 
. shall not be conceivably be infiinged by anything which would not also infringe the basic 
claim." If the Examiner's position were correct, in this case both the statute and the MPEP 
would be violated. 
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Consider a system as claimed in claim 31 which has a wireless interface between the 
transponder and the transponder receiver. According to the Examiner, claim 26 would therefore 
not have a wireless interface. A system having a wireless interface that infringed claim 3 1 would 
not infringe claim 26. Further, claim 3 1 would not include each and every limitation of claim 3 1 . 
Such an interpretation directly contradicts the MPEP and therefore cannot be correct. 

The cases cited by the Examiner do not hold otherwise. The North American Vaccine 
case is not about claim differentiation at all. See North American Vaccine v. American 
Cyanamid Co,, 1 F.3d 1571, 1577, 28 USPQ2d 1333, 1337 (Fed. Cir. 1993). The Tore case and 
the CAE Screenplates case are consistent with the statute and the MPEP. In Toro, the court held 
that an independent claim could not be interpreted broader than as supported in the specification. 
See Toro Co, v. White Consolidated Indus Inc., 199 F.3d 1295, 53 USPQ2d 1065, 1070 (Fed. 
Cir. 1999). In CAE Screenplates, the court compared the scope of three different independent 
claims based on the use of different terminology in those claims, not the scope of a dependent 
claim under the doctrine of claim differentiation. See CAE Screenplates, Inc. v. Heinrich Fielder 
GmbH& Co. KG, 224 F.3d 1308, 1317, 55 USPQ2d 1804, 1810 (Fed. Cir. 2000). The recited 
holdings of these cases further explain that the doctrine of claim differentiation applies only 
where there is an absence of difference in claim terms such so as to make a claim superfluous^; 
superfluous meaning redundant; extra; unnecessary. See, e.g., Merriam Webster's Collegiate 
Dictionary Tenth Edition at p. 1 182. Applicants respectfully submit that there is no absence of 
difference in meaning in the terms of claim 26 and claim 3 1 that would render either of these 
claims superfluous that compels the construction that the Examiner has placed on these claims 
under the cited authorities. 

Applicants respectfully submit that dependent claim 31 includes all the limitations of 
claim 26 but specifies a further limitation of the subject matter claimed. See 35 U.S.C. § 1 12, 
fourth paragraph. It is perfectly reasonable, and in fact compelled by the statute, that claim 26 
claims all types of interfaces between the transponder and the receiver, and claim 3 1 is limited to 
those systems having a wireless interface between the transponder and the receiver. 
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L Claims 37 and 38 are separately patentable over claims 26, 28-33, 35, 36, 39 and 
40. 

Appellants submit that claims 37 and 38 are separately patentable over the cited prior art 
references from the group of claims 26, 28-33, 35, 36, 39 and 40. None of these references 
disclose or suggest the recitation in dependent claim 40. There is no suggestion in Ruppert to 
modify Hennige or Femandes to embed the transponder in a transaction card, such as a key 
chain, pager, watch, clothing, key or transaction card. Therefore, even this combination does not 
support a prima facie case of obviousness since each and every claim limitation of claims 37 and 
38 are not disclosed in a combination of these references. The rejection of claims 37 and 38 over 
the various grounds asserted above should be overruled and claims 37 and 38 should be 
identified as separately patentable from claims 26, 28-33, 35, 36, 39 and 40. 

J- Claim 40 is separately patentable over claims 26, 28-33 and 35-39. 

Appellants submit that claim 40 is separately patentable over the cited prior art references 
from the group of claims 26, 28-33 and 35-39. None of these references disclose or suggest the 
recitation in dependent claim 40. There is no suggestion in Ruppert modify Hennige or 
Femandes to register the financial account information via a network registration interface. 

The Examiner has asserted that Femandes discloses "registering the financial account 
information (activating the credit card) via a network registration interface (a telephone)." See 
Final Rejection at 9. The Examiner apparently equates "registering" with "activating," but 
gives no reason for such a construction. Applicants submit that "registering" is a very different 
process from "activating." See Specification at p. 9, lines 4-6 ("the registration 122 may accept a 
preexisting credit card number for registration with the transponder 102"). The specification 
states that the user is interrogated to "identify or select which one or more accounts . . . [s/he] 
wishes to associate with the transponder." See id at p. 9, lines 1-3. The Examiner has provided 
no reasoning, and Applicants submit that a person of ordinary skill in the art, would not 
understand that activation of an ordinary credit card permits a user to "identify or select" which 
accounts to associate with a credit card. Rather, accoimt information is embedded in the 
magnetic stripe on the credit card before the card is activated. Therefore, Femandes (or Hermige, 
for that matter) does not disclose registration of financial accoxmt information via a network 
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registration interface, as claimed in claim 40. 

Therefore, there could be no reasonable expectation of success, or motivation, to combine 
these references to arrive at the invention of claim 40. The rejection of claim 40 over the various 
grounds asserted above should be overruled and claim 40 should be identified as separately 
patentable from claims 26, 28-33 and 35-39. 



Appellants request that the rejections of all pending claims be overturned. 
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APPENDIX A 
Pending Claims 

1-25. (canceled) 

26. A method of authorizing transponder-enabled transactions, comprising: 

receiving by a transponder server of at least one of an issuing bank, 
a financial institution or a credit network at least some transponder 
identification information emitted from a transponder substantially upon 
presentation of both the transponder and a transaction for payment at a 
point of sale device, the payment comprising a payment amount; 

retrieving at least some financial account information linked to the 
transponder identification information in an account table, the financial 
account information comprising at least one of account number 
information, account type information, account balance information, and 
account limit information; 

determining by an authorization unit authorization for charging at 
least some of the payment amount to a financial account represented by 
the financial account information based on the payment amount and at 
least some of the financial account information; and 

communicating authorization to the point of sale device. 
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28. The method of claim 26, further comprising paying the authorized payment 
amoimt to a merchant accoimt associated with a merchant and the issuing bank or 
financial institution. 

29. The method of claim 28, wherein the merchant account is associated with at least 
one of a merchant, retailer, or grocer. 

30. The method of claim 26, further comprising issuing the transponder to the holder 
of the financial account. 

3 1 . The method of claim 26, further comprising receiving transponder identification 
information from the transponder via a wireless interface. 

32. The method of claim 31, further comprising receiving transponder identification 
information via a RF interface or an infrared interface. 

33. The method of claim 26, further comprising receiving at least some transponder 
identification information by the transponder server fi-om multiple point of sale 
devices. 

35. The method of claim 34, wherein the account type comprises a credit card, a debit 
card, a cash account, a telephone card account, a special premises account for use 
by employees of an entity, a stored value account or a rewards account. 
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36. The method of claim 26, wherein the point of sale device comprises a cash 
register. 

37. The method of claim 26, wherein the transponder is embedded in a personal 
article. 

38. The method of claim 37, wherein the personal article comprises one of a key 
chain, pager, watch, clothing, key or transaction card. 

39. The method of claim 26, wherein the point of sale device is located at one or more 
of a restaurant, a grocery or a retail outlet. 

40. The method of claim 26, further comprising registering the financial account 
information via a network registration interface. 
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Definition: transponder 



transponder 



transponder: 1. An automatic device that receives, amplifies, and retransmits a signal on a different 
frequency. 2. An automatic device that transmits a predetermined message in response to a predefined 
received signal. Note: An example of transponders is in identification -fiiend-or-foe systems and air- 
traffic-control secondary radar ( beacon radar) systems. 3. A receiver - transmitter that will generate a 
reply signal upon proper interrogation . [JPl] 
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Transponder - Wikipedia, the free encyclopedia 



Transponder 

From Wikipedia, the free encyclopedia. 

In telecommunication, the term transponder has the following meanings: 

■ An automatic device that receives, amplifies, and retransmits a signal on a different frequency. 

■ An automatic device that transmits a predetermined message in response to a predefined received signal. 

■ A receiver-transmitter that will generate a reply signal upon proper electronic interrogation. 

In particular, a communications satellite's channels are called transponders, because each is a separate transceiver 
or repeater. Older television satellites in the C band have 24 transponders, while newer Ku band ones have 32. 
With digital video data compression and multiplexing, several video and audio channels may travel through a 
single transponder on a single wideband carrier. Original analog video only has one channel per transponder, with 
subcarriers for audio and ATIS. Non-multiplexed radio stations can also travel in single channel per carrier 
(SCPC) mode, with multiple carriers (analog or digital) per transponder. This allows each station to transmit 
directly to the satellite, rather than paying for a whole transponder, or using landlines to send it to an earth station 
for multiplexing with other stations. 

Another example of transponders is in identification friend or foe systems and air traffic control secondary radar 
(beacon radar) systems. 

Source: partly from Federal Standard 1037C and from MIL-STD-188 and from the Department of Defense 
Dictionary of Military and Associated Terms 
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